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DETAILED ACTION 

Responsive to Request for Continued Examination (RCE) filed April 8, 2009. Claims 1, 7, 13, 
19, and 20 have been amended. Claims 1, 3-7, 9-13, and 15-20 remain presented for 
examination. 

Response to Arguments 

1 . Applicant's arguments have been considered but are moot in view of the new ground(s) 
of rejection. 

. Claim Rejections - 35 USC § 101 

2. 35 U.S.C. 101 reads as follows: 

Whoever invents or discovers any new and useful process, machine, manufacture, or 
composition of matter, or any new and useful improvement thereof, may obtain a patent 
therefor, subject to the conditions and requirements of this title. 

3. Claims 7, 9-12, and 19 are rejected under 35 U.S.C. 101 because the claimed invention 
is directed to non-statutory subject matter. 

4. Claims 7 and 9-12 are directed to a system which contains a database and a service 
engine. /According to page 7, lines 16-28, the system including the service engine and all 
modules can be implemented merely as software per se. Software per se claims are ineligible 
for patent protection because they do not fall within any of the four statutory classes of § 101. 
The claims are therefore directed to non-statutory subject matter. 

5. Claim 19 is directed to a system comprising means. /According to page 7, lines 16-28, 
the means can be software per se. Software per se claims are ineligible for patent protection 
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because they do not fall within any of the four statutory classes of § 101. The claims are 
therefore directed to non-statutory subject matter. 

6. Claims 1, 3-6, and 20 are rejected under 35 U.S.C. 101. Based on Supreme Court 
precedent and recent Federal Circuit decisions, a 35 U.S.C § 101 process must (1) be tied to a 
particular machine or (2) transform underlying subject matter (such as an article or materials) to 
a different state or thing. In re Bilski et al, 88 USPQ 2d 1385 CAFC (2008); Diamond v. Diehr, 
450 U.S. 175, 184 (1981); Parker v. Flook, 437 U.S. 584, 588 n.9 (1978); Gottschalk v. Benson, 
409 U.S. 63, 70 (1972); Cochrane v. Deener, 94 U.S. 780,787-88 (1876). 

An example of a method claim that would not qualify as a statutory process would be a 
claim that recited purely mental steps. Thus, to qualify as a § 101 statutory process, the claim 
should positively recite the particular machine to which it is tied, for example by identifying the 
apparatus that accomplishes the method steps, or positively recite the subject matter that is 
being transformed, for example by identifying the material that is being changed to a different 
state. 

Here, applicant's method steps are not tied to a particular machine and do not perform a 
transformation. Thus, the claims are non-statutory. 

The mere recitation of the machine in the preamble with an absence of a machine in the 
body of the claim fails to make the claim statutory under 35 USC 101. Note the Board of Patent 
Appeals Informative Opinion Ex parte Langemyer et al. 

http://iplaw.bna.com/iplw/5000/split display.adp?fedfid=10988734&vname= : ippqcases2&wsn : =5 
00826000&searchid=6198805&do(^peid=1&type=court&mode=doc&split= 0&scm=5000&pg=0 
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Claim Rejections - 35 USC §103 

7. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 

obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or 
described as set forth in section 102 of this title, if the differences between the subject 
matter sought to be patented and the prior art are such that the subject matter as a 
whole would have been obvious at the time the invention was made to a person having 
ordinary skill in the art to which said subject matter pertains. Patentability shall not be 
negatived by the manner in which the invention was made. 

This application currently names joint inventors. In considering patentability of the 

claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of the various 

claims was commonly owned at the time any inventions covered therein were made absent any 

evidence to the contrary. Applicant is advised of the obligation under 37 CFR 1.56 to point out 

the inventor and invention dates of each claim that was not commonly owned at the time a later 

invention was made in order for the examiner to consider the applicability of 35 U.S.C. 103(c) 

and potential 35 U.S.C. 1 02(e), (f) or (g) prior art under 35 U.S.C. 1 03(a). 

8. Claims 1, 3-7,9-13, and 15-20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Teper et al (US. 5,815,665) in view of Grabelsky et al (US 7,480,723). 

9. As per claim 1, Teper et al teach a method for providing access to a service, comprising: 
providing at least a subset of a directory of a plurality of services to a portal 

communicating with a user system (see at least column 5, lines 49-55, column 8, line 64- 
column 9, line 24; customized services for individual users), the plurality of services 
associated with a plurality of third party vendors, a service of the plurality of services comprising 
use of a software application (see at least column 1, lines 13-31, column 8, lines 7-19); 
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receiving a selection of one or more selected services of the plurality of services from 
the user system (see at least column 9, lines 9-53, fig 2; user is presented with customized 
services and selects a service provided by a service provider, the one or more selected 
services associated with one or more conditions governing access to the one or more selected 
services; receiving a user identifier; linking the one or more selected services with the user 
identifier; and allowing the user identifier access to the one or more selected services according 
to the one or more conditions (see at least column 9, lines 50-60, column 15, line 57-column 
16, lines 18). 

Teper et al teach using user specified preferences to customized service to individual 
users (see at least column 3, line 65-column 4, line 5) but fails to explicitly teach receiving, 
from the user system, a user-specified search value of a search variable directed to a feature of 
the services; querying the directory of the plurality of services according to the search value; 
and identifying the subset of the directory according to the search value. However, in the same 
field of endeavor, Grabelsky et al teach a method for providing services to a user. The method 
allows the user to enter a query into the user device. The query is then used to search a 
database to find matches. A response with a portion of the list of matches found is sent to the 
user (see at least figs 7-9, column 1, line 57-column 2, line 3). It would have been obvious to 
one of ordinary skill in the art at the time of the Applicant's invention to combine the teachings of 
Teper et al and Grabelsky et al because doing so would allow the system in Teper to use a 
search value provided by the user as a way to customized the services for the requesting user. 

Furthermore, Teper et al and Graberlsky et al fail to explicitly teach the user-specified 
search value of a search variable directed to a feature indicating a type of software application 
of at least one service of the services. However, it would have been obvious to one of ordinary 
skill in the art to modify Teper et al and Graberlsky et al to include this feature because doing so 
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would allow the system to identify a subset of the directory based on the software application 
desired. The modification would require merely modifying the data in the database to associate 
an additional search value that indicates a software application of that service(s). The subset of 
the directory that is identified according to the search value obtained from the user remains 
unchanged regardless of the search value used. 

It is noted that KSR forecloses the argument that a specific teaching, suggestion, or 
motivation is required to support a finding of obviousness. Under KSR, a claim would have been 
obvious if the claimed elements were known in the prior art and one skilled in the art could have 
combined the elements as claimed by known methods with no change in their respective 
functions, and the combination would have yielded nothing more than predictable results to 
one of ordinary skill in the art at the time of the invention. Thus the claimed subject matter likely 
would have been obvious under KSR. 

10. As per claim 3, Teper et al teach wherein providing at least the subset of the directory of 
the plurality of services to the portal communicating with the user system further comprises: 
providing a list of a plurality of categories of the plurality of services; receiving a selected 
category of the plurality of categories from the user system, the selected category comprising 
the subset of the directory; and providing at least the subset of the directory (see at least 
column 5, lines 49-55, column 8, line 64-column 9, line 24). 

11. As per claim 4, Teper et al teach wherein allowing the user identifier access to the one 
or more selected services according to the one or more conditions further comprises: verifying a 
passcode corresponding to the user identifier; and providing the user identifier access to the 
one or more selected services in response to verifying the passcode, the one or more selected 
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services comprising at least one service furnished by at least one third party vendor (see at 
least column 9, lines 50-60, column 15, line 57 -column 16, lines 18). 

12. As per claim 5, Teper et al teach wherein allowing the user identifier access to the one 
or more selected services according to the one or more conditions further comprises: 
determining usage of access to the one or more selected services; calculating compensation for 
the usage according to the one or more conditions; and providing the compensation to at least 
one third party vendor furnishing the one or more selected services (see at least column 1, 
lines 37-41, column 8, lines 20-25). 

13. As per claim 6, Teper et al teach wherein allowing the user identifier access to the one 
or more selected services according to the one or more conditions further comprises allowing 
the user identifier access to the one or more selected services through the portal (see at least 
column 9, lines 50-60, column 15, line 57-column 16, lines 18). 

14. As per claims 7, 9-13, and15-20, these claims contain similar limitations as claims 1 and 
3-6 above and therefore are rejected for similar reasons. 

Conclusion 

Examiner's Note: The Examiner has cited specific citations in the reference(s) as applied 
to the claim(s) above for the convenience of the Applicant. Although the specified citations are 
representative of the teachings in the art and are applied to the specific limitations within the 
individual claim, other passages and figures may apply as well. It is respectfully requested that 
the Applicant, in preparing their response, fully consider the references in entirety as potentially 
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teaching all or part of the claimed invention, as well as the context of the passage as taught by 
the prior art or disclosed by the examiner. 

Any inquiry concerning this communication or earlier communications from the examiner 
should be directed to Ramsey Refai whose telephone number is (571) 272-3975. The examiner 
can normally be reached on M-F 8:30 - 5:00 p.m.. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ryan Zeender can be reached on (571 ) 272-6790. The fax phone number for the 
organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the Patent 
Application Information Retrieval (PAIR) system. Status information for published applications 
may be obtained from either Private PAIR or Public PAIR. Status information for unpublished 
applications is available through Private PAIR only. For more information about the PAIR 
system, see http://pair-direct.uspto.gov. Should you have questions on access to the Private 
PAIR system, contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). If you 
would like assistance from a USPTO Customer Service Representative or access to the 
automated information system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

Ramsey Refai 
June 24, 2009 
/Ramsey Refai/ 
Examiner, Art Unit 3627 



